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Abstract

Digital technology facilitates the conversion of protected works into a single data format
makimg the different categories of work virtually indistinguishable. This homogeneity of data
also permits the display of different kinds of works on the same platform, a phenomenon
widely known and incorrectly described as “multimedia”. Until recently multimedia works were
manufactured almost entirely in CD-ROM or floppy disc format, however, an increasing
number of multimedia works are being produced as Internet software. This changes the
technical as well as the legal nature of software products bringing them closer to the true
meaning of “multimedia”, which will become clearer later on. The technical convergence that
made digitisation possible also created the Internet infrastructure, which would permit the
nstantaneous delivery of multimedia products. Unfortunately, the convergence of legal rules

required for the effective administration of copyright is lagging behind technological

convergence, and thereby impeding the development of the Information Society. For many
years the development of multimedia products was held up by a ‘marketing bottleneck’, which
increased the length of the product development life cycle. However, with the emergence of
Internet technologies, especially the World Wide Web, this bottleneck has almost disappeared.
The licensing of multimedia products has always been complex due to the different rules
governing copyright in particular media and the large number of rights involved in multimedia
compilations. These rights are currently administered by a bureaucratic system, run mostly by
national collecting societies and publishing companies. One of the main consequences of this is
that authorisation must be sought in respect of each copyright work used in a multimedia
product, a process which 1s so complex and financially risky as to prevent the production of
many multimedia products. Copying technologies that make reproduction of copyright works
almost effortless, along with network technologies, which give almost instantaneous access to

digitised copyright works, aggravate this situation.

While collecting societies may regard the system of exclusive rights which prevails in Europe
as a great achievement. Those in the emergent multimedia industry regard this as an obstacle,

and are therefore calling for the introduction of compulsory licensing. Currently the
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Commission does not demand that the collective administration of rights become the rule, but
is keen to centralise the administration of individual rights. Collective administration of rights
may offer a more streamlme approach to rights management, but may also restrict access to
information, remforce dominant positions, and erode the position of copyright law. The scope
of implied licenses to copy digital works is at present uncertain, and the situation is not likely
to improve with the mtroduction of collective licensing. Furthermore, the use of technical
solutions m rights management tends to overly favour the owner at the expense of the user.
This is because such systems enable owners to claim more rights than they are entitled to under
copyright law. Collecting societies are not generally keen to make the works they administer
available in digital form, and even when they do, digital rights are treated as a separate class of
rights for which remuneration is payable. In these ways collective administration of works can
both erode copyright law and deform it. If the collective administration of works for use in
multimedia 1s to work, there needs to be a pragmatic treatment of digital data based upon a
sound knowledge technical factors and a clearly structured licensing/pricing regime. Technical
solutions will only work if a broad notion of fair use is applied, since the Internet could not be
used legally even if effective management/payment systems were in place. Enforcement and
Jurisdiction on the Internet can only be effectively realised at an international level. It is
therefore vital to reinforce pertinent Articles of the Berne Convention without also unduly

favouring authors and publishers.

The main aims of this thesis will be to identify the factors, which inhibit the effective
administration of copyright in a digitised networked environment; to assess the role of
collecting societies and publishing companies in the administration of copyright mn the
European Union; and to identify the avenues for convergence of copyright laws regarding
different forms of digitised media. In order to achieve these aims there will be a review of
copyright law applicable to digitised multimedia products distributed via the Internet, the ways
in which infringement of digitised copyright works occur in a networked environment will be
identified, and there will be an assessment of Community legislation applicable to multimedia
products. Further, the interrelation between Community level legislation and national licensing
Jaws must be identified, the effectiveness of existing institutions that administrate the hicensing
of multimedia products will be evaluated, and the collective solutions to the problems
associated with the licensing of digitised multimedia products distributed in a networked

environment will be identified.
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CHAPTER 1

Introduction

1.0 General Introductory Comments

Since the enactment of the Statute of Anne in 1711 new technologies have created

challenges to the copyright system, yet somehow the copyright system has survived
the social upheavals created by new technologies. However, some commentators
think that digital technologies are different and that these technologies combined with
the high-speed copying and data transfer facilitated by the Internet hale the end of
copyright, as we know it. In this environment a new body of so-called “cyberlaw” has
evolved to combat piracy. These new laws are created mostly at the behest of a
content mdustry that wants to protect its intellectual property, and consequently these
new laws tend to be more draconian than those that went before them. While the
copyright system has always ﬁad problems the introduction of new laws is not the way
forward. Firstly, they do not preserve the copyright balance. Secondly, the pace of
technological change is such that niew laws become out of date very quickly. Thirdly,
these laws tend to be very complex, so complex that their drafters or even
experienced attorneys cannot predict the outcomes produced. The consequence of
this unpredictability is that the courts are left to pick up the pieces, leaving uncertainty
pending judicial decision. Another significant trend is the use of technical protection
on the Internet. While this can benefit some companies, consumers in general do not
welcome technical protection systems because they can help to increase the cost of
information goods and the hassle involved in obtaining and paying for them. However,
it is also evident that technical protection measures will not stop the most determined
pirates and they will never be really secure on open networks like the Internet. The
use of technical protection systems is therefore likely to be followed by the creation of
a secure network in place of the Internet. Unfortunately this has serious implications

in terms of access, data protection and unfair competition.



The third trend, which forms the subject matter of this thesis, concerns the creation of
“multimedia” works and the collective licensing systems that supposedly facilitate
multimedia production. The problem here is that while it may be extremely difficult to
license 100 different works from ten different collecting societies, it is not necessarily
going to be any easier to license those works from one giant collecting society. A
possible solution is the use of rights clearing houses, but the main problem 1is still the
system of voluntary licensing that has grown up in Europe and the U.S.A. Where
digital rights are to be treated as some sort of currency then it is not really possible to
have the full panoply of moral rights and economic rights. The focus must be on
economic rights and these must be limited mainly to a right to equitable remuneration.
Much as the content industry may find it unpalatable the kind of licensing needed to
facilitate multimedia production must ultimately be compulsory in nature. The reasons
for this are twofold, firstly it is far easier to license works on a compulsory licence.
Secondly, collective licensing creates a serious risk of market distortion and abuse of
dominant position; compulsory licences subject to review by a regulatory body such

as the Copyright Tribunal would mostly avoid this risk.

The main aims of this thesis will be to identify the factors, which inhibit the effective

admimstration of copyright in a digitised networked environment; to evaluate the
technical and legal protection under civil law available for multimedia products and
assess the role of collecting societies in the administration of copyright in the
European Union, and identify avenues for the convergence of copyright laws
regarding different forms of digitised media. In order to achieve these aims there will
be a review of copyright law applicable to digitised muitimedia products distrnibuted
via the Internet. The ways in which infringement of digitised copyright media may
occur in a networked environment will be identified, and there will be an assessment
of Community legislation applicable to multimedia products. Further, the mterrelation
between Community level legislation and national licensing laws must be i1dentified.
The effectiveness of existing institutions that administrate licensing of multimedia

products will be evaluated, and the collective solutions to the problems associated



with the licensing of digitised multimedia products distributed in a networked

environment will be identified.

1.1 Narrative and Structure

The thesis begins by defining the term 'multimedia’ and outlines some of the basic
ideas that underpin digital technology (i.e. e-commerce, the Internet, techmical
protection etc.). Chapter 2 of the thesis introduces copyright law, its fundamental
precepts, and its historical evolution from its origins to present day and describes the
mmpact of digital technology. Chapter 3 explores the nature of multimedia and the
distribution of multimedia works over the Internet. The chapter grapples with the
problems mvolved m defming multimedia works and explores the impact of the
Internet on the development of multimedia and the role of copyright. The chapter
ends by outlinng some recent case law in this area and effect of changes in Internet
technology. Chapter 4 looks at the various types of technology available in an Internet
context and examines their effectiveness in relation to the protection and management |
of multimedia works. Chapter 5 looks at the problem of licensing software giving
particular emphasis to the problem of licensing multimedia software on the Internet.
While conventional licensing is found to be lacking in this regard it is scen that .
alternative models also have problems. Chapter 6 examines the legal environment and
the general level of protection currently afforded to multimedia works and their
protection systems. Chapter 7 defines the nature of collecting societies, collective
administration and the way in which collecting societies deal with the management of
multimedia works, especially those distributed over the Internet. The chapter ends
with a brief examination of recent developments in the collective licensing of
multimedia works on the Internet. The final chapter examines alternatives to copyright
and proposes a solution to the problem set out in this thesis. Thereafter the

conclusions reached m this thesis are reiterated and summarised.



1.2 The Problem

The problem posed by this thesis is essentially one of compromise i.e. how should
society balance the mterests of consumers, authors, copyright owners, and publishers
m the digital networked environment. The intermediaries in this relationship are the
collectmg societies and sometimes the publishers. However, digitisation and network
technologies have caused the traditional relationship between author, publisher, and
consumer to break down. As a result collecting societies have sought to mediate
between these parties in the interests of their members. The language of the law is still
designed for the protection of analogue works', and the regime of exclusive rights
forged for the protection of analogue works has become unmanageable in the digital
context, smce this was never intended to manage different media supported on a
smgle plattform. Film could also be said to have these. properties, but film in the
conventional form is not interactive, does not require complex software for the
- production of a moving image and is not stored in digital format. However, it is
important to note that multimedia products often seek to emulate film and vice versa,
so these distinctions can become rather blurred at the margins. While the problems
- mvolved are not new the anomalies that existed in the past have become lacunae
because of the improvements in reproductive technology facilitated by digitisation and
Improvements in communications technology. The questions this raises are firstly,
whether copyright provides adequate protection in the digital networked environment.
Secondly, this raises the question of whether the problems created by these
technologies justify changing the existing balance of rights in favour of one party or
the other”.

Currently copyright centres around the notion of a ‘copy’, unfortunately this is fairly

meaningless on the Internet since the Internet makes many transitory and permanent

' Thomas Dreier, “Adjustment of Copyright Law to the Requirements of the Information Society™,
I1C, 29(6), 1998, p636.
2 ibid., p629.



copies of the documents it transmits’. Furthermore, in digital parlance there is no such
thing as an ‘origmal’, once a work is converted into digital format then we deal only
mn copies. Thus the problem becomes one of access and not copying, hence the
importance of technical devices that control access to works. Although this may be
very effecttve it 1s also indiscriminate since both lawful and unlawful uses of the work
are controlled. It 1s m this context that governments and regulators seek collective
solutions i order to ameliorate the problems associated with digitisation and the
technical control thereof by improving legal access to works. If and when this happens
the problem becomes a contractual rather than a copyright problem, however, this
may become a way of eliminating the law of copyright altogether by allowing
contractual rights to pre-empt rights under copyright. One solution to this may be to
have a wide-ranging system of compulsory licences, or some form of blanket
licensing®. In any event copyright in its conventional sense does not exist on the
Internet. Copyright is only enforceable at a national level yet the Internet is effectively
ternational, consequently copyright on the internet becomes a problem of tracking
usage, billing usage, and enforcement of rights. All three of which require extensive
user education if they are to be effective’. Significantly, collecting societies see these

areas as among their primary roles.

1.3 Complexity and the Dematerialization of Content

Our legal understanding of digital content is confused by the ever-increasing
complexity of software, the operations of which are effectively invisible to us, and the
data so abstract that only the designers of the software understand the way it works".
In the past users could take mechanical devices apart or observe the way in which
they worked, though even mechanical devices have become so complex that only
experts can understand the way they function’. However, digitisation has introduced

the problem of “dematerialization”, which refers to the reduction of many kinds of

3 ibid., p631.

4 ibid., p638.

> John Gibeaut, “Zapping Cyber Piracy”, ABA Journal, February 1997, p63.
S Donald A. Norman, Tke Invisible Computer, MIT Press 1998, p172.

7 jbid., p173.



content, i.e. text, sound, pictures, video etc. into digital format® i.e. a sequence of 1’s
and 0’s. Furthermore, digital coding can be transmitted as electrons or minute voltage
differences. Thus programs and digital data can replace the paper and mechanical
devices that preceded the digital revolution’. When digital content is transmitted over
networks such as the Internet then the nature of “multimedia” is changed since
multimedia content stored on CD-ROM, or DVD discs simply becomes digital data
transmitted as a series of electronic impulses. This is significant in terms of copyright
protection because as Antonio Mille'® has already noted there is no specific legal
protection for digital files. Thus it is only when digital files are expressed in a form

that 1s protected by copyright that these files may obtain legal protection.

1.4 The Multimedia Concept

‘Multimedia’ 18 a much disabused term, one of those descriptors about which
everyone has an opinion, but which has no single accepted definition even amongst
the experts. Put simply ‘multimedia’ is the convergence of video, audio and telephony
technologies''. Here ‘convergence’ implies the use of digital media since this is the
enabling technology of convergence. This conception of “’multimedia’’ is affirmed by
the Encyclopaedia of Microcomputers that defines “’multimedia information systems’’
(MMIS) as: “those application systems that use two or more data types from among
audio, video, graphics, image and alphanumeric data’’. While there is no universally
accepted definition for the term “multimedia” there are three distinct trends
observable in the development of communications products. The first is the delivery
of ditferent types of content over a single medium; the second is the de-specialisation
of transmission technologies; and the third is the integration of media and
telecommunications services offered by a single vendor. What is also clear is that
there 1s no single market player with the ability to offer the wide array of products and

services that might be classified as “multimedia”'?, The key difference between MMIS

® Antonio Mille, “Copyright in the Cyberspace Era”, E.LP.R. 1997, 19(10), p570.

? Donald A. Norman, The Invisible Computer, MIT Press 1998, p172.

10 5ee note 8 above, p575.

11 Jonathan Cameron, “Approaches to the Problems of Multimedia”, E.LP.R. 1996, no.3, p115.
12 Steven S. Wildman, “Media and multimedia”, Info.Econ.Pol., 10(1), March 1998, p3.



and technologies such as video or cinematography is the direct control of the
application by users”. Currently the most well-known multimedia format is the CD-
ROM, although this format has enormous storage capacity in terms of both sound and
images, this only gives us a glimpse of the full capabilities of multimedia technologies.
However, CD-ROM technology is not ‘multimedia’ if one believes that ‘interactivity’
is an essential element of such technology. Interactivity may be taken to mean two-
way communication in which the user has a large element of control over the data
being transmitted as well as the data being received by him, this however, is bound to

increase systems complexity, reduce access times and create serious security risks.

1.5 A Definition of Multimedia

The first point to make here is that the term “multimedia” changes according to
context, and even in the context of products delivered over the Internet, it will never
be possible to produce an entirely satisfactory definition. What can be done 1s to
produce a coherent definition that encompasses the main features of multimedia. This
might not tell us exactly what multimedia is, but it will tell us what multimedia isn’t.

According to Mark Lemley multimedia products are “often (but not always)

29>

“interactive””. This he interprets as meaning that there is a functional connection
between digital media files and the images appearing on the users computer screen.
He is clearly of the view that there is no emphatic difference between multimedia
products and other audio-visual works, multimedia is copyright only there is more of
it’*. This alludes to the fact that the main problem with multimedia is the practical
difficulty of obtaining all the necessary permission to use the many works
incorporated in a multimedia product®. In her recent book Irini Stamatoudi defmnes
multimedia as “a product or service which combines and integrates in a single

medium, in a digitised form, at least two of the following elements: text, audio, still

or moving images, computer programs and other data. It requires a software tool

13 Desai Nara Simhalu, “Multimedia Information Systems”, Encyclopedia of Microcomputers, 1993,

vol. 11, p313.
14 Mark A. Lemley et al., Software and Internet Law, Aspen Law & Business, 2000, 199.

13 ibid., p200.



that allows for a substantial degree of interactivity and which allows for the retrieval
and presentation of the above information.”'® This definition provides good starting
pomt for defining multimedia. Interestingly Stamatoudi’s definition brings out the
pomt that the program and the data no longer need to be separate since object
oriented languages mix together program code and data. The second useful pomt is
that multimedia can be a product or a service because communication techniques such
as streaming allow content to be transmitted and received in a continuous stream of
data. This can be held in the buffer memory of a computer and continuously modified
using controls hike those of a video recorder. While the point regarding the use of
software to manipulate multimedia applications interactively is perfectly valid and

frequently 1s the case, this is not yet an essential.

The word multimedia is composed of a prefix and a root; the prefix multi is derived
from the Latin word multus meaning “many”"’. The root media meaning “centres” is
more complex and like many generic terms varies according to the context in which it
is used. For present purposes the definition used by Steinmetz and Nohrstedt™ is
adopted, this 1s the “distribution and representation of information”, which can for
example include text, graphics, pictures, voice sound, and pictures. The complexity of
the term media does not stop here since media can be static or dynamic. Static media
have no time dimension, thus their meanings do not change according to the time
when they are presented. Static media include photographs, graphics, and text.
Dynamic media do have a time dimension and their meaning and correctness change
according to the time when they are presented. Dynamic media include animation,
audio, and video". In view of these fundamental types of media the definition of
“multimedia” for the purposes of this thesis is “a presentation of a product or service
delivered via the Internet capable of handling at least one type of continuous media

in digital form as well as static media on a computer or dumb terminal.” As already

1® Irini Stamatoudi, Copyright and Multimedia Products: A Comparative Analysis, Cambridge
University Press 2002, p20.

" Guojun Lu, Communications and Computing for Distributed Multimedia Systems, Arich House
1996, pl.

'® Ralf Steinmetz and Klara Nohrstedt, Multimedia Fundamentals: Media Coding and Content
Processing, Prentice Hall 2002, p2.



mentioned it is worth noting that in recent year’s multimedia products and services
have been subsumed by digital media, which when used in conjunction with the
Internet make no distinction between multimedia files or any other type of digital file.
So 1 essence this defmition tells us we are dealing with digital products and services
delivered over the Internet and viewed on a computer or dumb terminal (i.e. a WAP
phone). Additionally, we are dealing with at least one continuous media plus static

media, and that product or service might or might not have interactive capabilities.

1.6 The Internet

The term “Internet” has three different meanings, namely; (1) the collection of
certified standards, (2) the physical network itself, and (3) the organisational
bureaucracy that generates, revises and annuls Internet standards®. It is best to begin
by defming the origins of the Internets physical infrastructure since this is the most
tangible element of the Internet. At the beginning of. the Cold War the U.S.
Department of Defence became increasingly paranoid as to the security of its
communications infrastructure in the event of a nuclear attack. More precisely the
DoD was concerned to preserve the integrity of its communications infrastructure if a
significant part of that infrastructure were wiped out by a nuclear strike. This problem
was passed on to the Advanced Research Projects Agency (ARPA). Studies were
commussioned m 1962 and the RAND Corporation subsequently published 11 reports,
which together outlined the network concept of Distributed Adaptive Message Block
Switchmg, or “packet switching”. Packet switching involves dividing a message into
segments, which are each given their own unique address, the network 1s then
configured so as to ensure the routes for these packets. Rather than have each packet
follow the same route it is now possible to configure the network so that each packet
follows a separate route. In this way it is possible to ensure that a packet reaches its

destination even where one of the communication lines is cut®’.

19 ag v
ibid.
20 Eric Monteiro, “Scaling Information Infrastructure: The Case of Next Generation IP in the
Internet”, The Information Society, vol.14, p232.
21 Peter H. Salus, “The Net: A Brief History of Origins”, Jurimetrics, 1998, vol. 38, 672.



At the same time as packet switching was being developed, ARPA had been funding
the acquisition of large computers at a number of key universities. In 1967 ARPA
began the work of producing a protocol for a network mvolving different machmes
connected together usmg a common interface, the Interface Message Processor
(IMP). The IMPs were Honeywell computers connected to a dedicated telephone lme
and thence to the various host computers, they were in effect the first routers. On the
30" of August 1969 four computers based at UCLA, the Stanford Research Institute,
UC Santa Barbara, and the University of Utah were successfully connected, and by
October 1969 these computers were exchanging packets of data over 500 miles of
telephone line. By June 1970 there were nine sites, and by April 1973 there were 35
sites mcluding the first satellite connection to the University of Hawaii. Unfortunately
the onginal specification only allowed for five bit addressing, this would permit a
network of 31 nodes, however, this specification was subsequently upgraded to allow
for 32 bit addressing. This has led to the creation of network with many thousands of

nodes and an almost inestimable number of users®.

1.7 Why is the Internet Important?

In the last few years we have seen unprecedented growth in the demand for Internet
access both in the residential and business sectors. In the United States alone it 1s
estimated that over 35 million people spend 5-9 hours each week using popular
Internet applications™. Before a fully networked information mfrastructure can
become a reality, however, a number of key technical, economic, logistical, and
regulatory issues must be resolved®. Unless successful action is taken with regard to
these issues it will be impossible to achieve the network transparency needed to
enable interactive, multi-modal transactions between users>. The Internet is an ideal

medium for the distribution of multimedia products. In comparison with computing

22 ibid., p675.

2 Vijay Bhagavath, “Open Technical Issues in Provisioning High-Speed Interactive Data Services
Over Residential Access Networks”, IEEE Networks January/February 1997 p10.

24 ibid., p11.

2 ibid., p12.
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products multimedia products enhance user experience by mmproving user friendlimess,
and adding interest. However, multimedia products usually require huge quantities ot
storage and bandwidth®. Among these products are electronic publishing programs,
digital images, and a huge array of software products. Two key factors which will
facilitate this electronic revolution will be a 30 fold increase in the availability of
Internet storage capacity over the next three years, the wide availability of digital
imaging technology, and the mtroduction of improved open standards for program

interfaces®’.

Both the U.K. government and the Commission perceive new information and
communication technologies as an opportunity to improve our quality of life and
economic wellbeing®. The government sees the Internet as playing a vital role in
maintaining the U.K.’s competitiveness in a global economy”. According to the
Culture, Media and Sport Select Committee Report, “The Multimedia Revolution™; a
laissez faire approach to the regulation of the Internet is to be preferred. In their
report the Comrnittee states: “We recommend that the Government pursues a strategy
for the Internet on the basic principles of: (i) active and accelerated promotion of the
Internet as a vital engine of social and economic development; (ii) promoticn of seli-
regulation within a framework of existing general legal provisions; (iil) absence of
licensing or restrictions on freedom of individual access as producer or consuner; (iv)

support for an agreed global framework for the Internet.”"

1.8 The Development of the Internet and Multimedia

Integrated multimedia communication has a serious impact on the underlying network
architecture. It was once thought that these networks would have to be able to
support transmission at 140 Mbps, however, using today’s compression technology

networks with a much lower capacity can be used to transmit compressed multimedia

26 John Taylor, “Engineering the Information Age”, IEE Review, November 1998, p250.
27 -1.-
ibid., p252.
2% COI, “Our Information Age: the Governments vision”, HMSO 1998, p3.
2% ibid., p18.
*® Dept. for Culture, Media and Spart, “The Multimedia Revolution”, HMSO 1998, p5.
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data’’. Under the ITU H.261 standard 1.2 to 40 Mbps bandwidth is required for
MPEG and MPEG-2, and 1.2 to 1.8 Mbps bandwidth is required for DVI. In practice
present multimedia applications demand 0.4 to 1.4 Mbps bandwidth. More
significantly multimedia, especially interactive applications place severe restrictions on
networks in terms of transmission delay. This is because mediums such as video are
made up of time sensitive data, the transmission of which would be disrupted by
anythmg more than a short transmission delay. For most multimedia transmissions an
end-to-end delay lower than 0.3 second is needed, also where data is transmitted in

packets the delay must be constant, this is called isochronous communication™.

1.9 Electronic Commerce

The success or failure of multimedia products is inextricably tied to the development
of electronic commerce. In its broadest sense electronic commerce may be defined as
“any busmess activity utilising electronic communications for data transfer”’. However,
a more precise definition might define electronic commerce as “the process of
electronically conducting business over the Internet, or networks using Internet

protocols with particular reference to innovative marketing, order and payment

nn133

systems, and administrative integration””". The best way to conceptualise electronic

commerce 1s to think of it as two cyclical processes that are integrated with each other
using Internet protocols. The first cycle is the purchasing cycle, and the second cycle
1s the payment cycle. First, the vendor uses the Internet in order to sell a product to
the consumer, who agrees to pay for it. Secondly, the Internet is used to establish who
the consumer is, and then to set up a payment mechanism involving retailers, financial
institutions and/or third parties. It is this second cycle, which causes most of the
problems because it requires a level of security, which the Internet was not designed

to support. Standards can be modified to facilitate security, but even where this

3! Heinrich J. Stuttgen, “Network Evolution and Multimedia Communication”, IEEE Multimedia,
Fall 1993, p42.

*2 ibid.

*> Imagic Communications, “The E-Commerce FAQ”, 13/05/99, p1. Available from:
http://www.imagic.com.au/ecommerce.htm.
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modification is achieved some form of physical security measure needs to be

implemented.

1.10 Trusted Systems

A trusted system is simply a system which can be relied upon to follow a set of
predefined rules, in the context of copyright management on the Internet these rules
will concern the terms, conditions and fees for using digital works™. Almost all
trusted systems will rely upon a trusted third party at some point in a commercial
transaction. The trusted third party provides authentication for a number of clents
and servers. The trusted third party stores user passwords on its server and uses them
to check the identity of users before transactions take place™. Digital rights fall into a
number of categories, which a trusted system must be aware of. These rights may be
formally expressed in a digital rights language, a formal computer language, which
can be interpreted by a trusted system. As well as improving the efficiency of trusted
systems such languages can be used to ensure the interoperability of trusted systems.
A number of companies including IBM, Netrights, and Xerox are involved m the

development of digital rights languages®.

1.11 Electronic Payment Systems

There are many ways of making payments over the Internet. The two main systems
currently in operation are credit cards, and digital cash. Currently the most common
method of payment online is by credit card. This operates through the input of
relevant information, such as card number, cardholder name, and expiry date mto a
secure area in a website. Here the information can be checked and validated by special
purpose software. A payment request is then made by the merchant’s bank to the

purchaser’s bank, which then pays the merchant. The use of encryption to protect

3% Mark Stefik, “Shifting the Possible: How Trusted Systems and Digital Property Challenge us to

Rethink Digital Publishing”, B.T. L.J., 12(1), 1997, p139.
3 V. Ahuja, Secure Commerce on the Internet, AP Professional 1997, p38.
3¢ See note 34 above, p140.
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credit card details sent to the merchant is a shight variation on this scheme. Credit card
payment is fine for more expensive items; however, micro-payment systems are bemg
developed to deal with low value transactions. Digital currencies involve the use of
high-speed communications networks to store, transmit and receive representations of
value. The security for such transactions is usually provided by encryption. In most
digital cash systems the purchaser exchanges regular cash for digital tokens deposited
mn a payment account. The purchaser can then make payments from this account to
the merchant’s bank. In the BarclayCoin system this procedure is subject to
verification, but m the Mondex system building security into the electronic token

eliminates system verification.

1.12 Technical Solutions

Many copyright owners are not satisfied with the current state of copyright law in
relation to the protection of digitised copyright works, particularly those distributed
via the Internet. Technical solutions offer an attractive alternative to litigation but are
by no means a panacea. Electronic Copyright Management Systems (ECMS) are
being developed by a number of large corporations in order to control access to the
material they contain, meter usage of this material and obtain payment in respect
thereof. Similarly encryption technology may be used to control access to copyright
works, and payment can be made in exchange for the encryption key. Commentators

such as Lawrence Lessig perceive such systems as effecting a privatisation of

copyright law since they eliminate the possibility of copying as well as the possibility

of exercising user rights®’. This situation would be worsened by laws prohibiting the
circumvention of such access control technologies, extending the term of copyright
indefinitely and reducing copyright law to the level of a general-purpose

misappropriation statute.

3 ibid., p2.
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1.13 Legal Solutions

The problems which digitisation creates for copyright owners may be addressed by
recourse to the courts. However, case law evolves slowly, especially in smaller
jurisdictions where the volume of case law is less. In common law jurisdictions a
whole raft of different precedents may be applied to copyright infringement cases,
however, this kind of regulation may be ineffective because the common law was
never crafted with new technologies in mind, one may simply end up applying
nineteenth century values to twenty-first century problems. Code based or statutory
solutions have the advantage of being more tailor-made for particular problems,
however, such solutions are more rigid than the common law even where statutes are
widely drafted. Catch all provisions may also have many unforeseen and undesiravle
cffects. Because of the world-wide nature of copyright public international law has
always performed a key role in copyright protection”. However, the main
international instrument is still the Berne Convention of 1886. Some comfort 1s
offered by the TRIPS Agreement, however, many of its provisions are considered to

be highly unpalatable in the poorer countries where most of the infringement takes

place.

1.14 Approach to Foreign Cases and Statutes

In IBCOS Computers Ltd v. Barclays Mercantile Finance Jacobs J. warns us about
the dangers of using American case law to assist in the interpretation of U.K.
copyright law. He states: “The fact is that United States copyright law is not the same
as ours, particularly in the area of copyright works concerned with functionality and
of compilations. The Americans (many would say sensibly) never developed copyright
so that functional things like exhaust pipes could not be copied. This is partly due to
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their statute, which is different from our Act. The United States Copyright Code itself
sets the law against protecting function.””” However, he also tells us that this does not
mean that American case law will never be of assistance. This thesis i1s not a
comparative law thesis, however, cases and laws from different jurisdictions are
analysed because they are factually similar or because they deal with the same legal
1ssues, this is necessitated by the global nature of intellectual property law, and I.T.
law. While it is possible to observe general legal trends and practical effects in this
way, this thesis does not attempt any direct analogy between non-European law and
U.K./E.U. law. The law considered comes mainly from common law jurisdictions,
namely the U.K., the U.S., Canada and Australia. Cases and legislation from the E.U.
are also mmportant; however, materials from individual E.U. countries feature less
prominently because they are less accessible due to problems associated with language
and legal system. This reflects a division in intellectual property law generally in
relation to common law and civil law jurisdictions. This conflict is more likely to be
won by common law jurisdictions because the personal nature of rights in civil law
systems (1.e. moral rights) is less compatible with modern business practices. Clearly
most of the law discussed will be legislation because the amount of case law
concerning mtellectual property and the Internet is small. This stems from the expense

of litigation and quasi legal methods used to resolve problems in this area i.e. cease

and desist letters.

While there are mternational laws created by organisations like WIPO these are not
binding on the parties in the same way as legislation, much being dependent on the
degree to which the parties agree to be bound. However, international laws are
mmportant as models for domestic legislation. Indeed there is a lot of borrowing of
legislative text going on in relation to Internet law, especially between the U.S. and
the E.U. While very few cases or even pieces of legislation can be treated as

conclusive in relation to particular legal issues they can be used to show a general

**D. P. Van der Merwe, “Copyright and Computers, with Special Reference to the Internet”, South
African L.R., 1998,115(1), p198.
°? IBCOS Computers Ltd v. Barclays Mercantile Hi ghland Finance Ltd [1994] F.S.R. 275, 292.
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trend in legal decision-making. To this extent academic papers and governmental
reports will also be used. The thesis 1s focused on European law, although a lot of
U.S. cases and statutes are brought into the analysis. This 1s simply mevitable because
the Internet origmated m the U.S. and most Internet law cases and statutes emanate
from there. Furthermore, the Internet is a global infrastructure, thus acts committed n
one jurisdiction can have physical and legal effects in another. More significantly
foreign cases can have powerful persuasive force where there is a dispute in an area of

law where there are few precedents.
1.15 Conclusion

While digital technology creates issues that need to be addressed by the law it does
not justify the creation of a new field of law "cyberlaw”. The creation of such a
speciaﬁsed field of law is in fact damaging. Firstly, because the new laws created
under this head do not preserve the existing balance of copyright. Secondly, such laws
are often overly broad and too ambitious, tending to favour the content industry over
consumers. Thirdly, these new laws are frequently very complex, too rigid to keep up
with changes i technology and can become out of date even before they are
mmplemented. Multimedia products and services do not present fundamentally
different problems to single media, however, digital technology makes the lacunae mn
the law that have always existed more obvious. It has become almost trite to say that
traditional notions of copyright like many other regulatory structures are unable to
deal with digital technology because they were designed to regulate single media
hosted on separate platforms, and that multimedia communications do not fit the bill.
It is equally bland to suggest that the Internet is a wild uncontrollable beast, which
will consume all in its path. What has changed since these kinds of arguments were mn
vogue is the introduction of the powerful forces of commercial gain. So has the
irresistible force finally met the immovable object? What is clear is that the balance of
power in the information markets is changing fast, and that whoever wins the battle to
control the emerging digital markets will be very difficult to dislodge. Some authors
argue that digital is fundamentally different to what has gone before, however, this
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thesis contends that although the technology has changed the issues at stake are the
same. What has changed is not so much the technology but the way in which 1t 1s
used. Networks change the ways in which computers are connected together, and the
ways in which people communicate. The Internet is therefore more of a social than a
technological phenomena. The kind of battles now being waged over who controls the
new media are not unlike those fought at the turn of the eighteenth century over rights
to printed works. New technologies make the defects of copyright law plam for all to
see, but neither do they offer a complete solution. The main problem with multimedia
is simply that there are more rights involved. Technical protection offers solutions for
some companies, however, technical protection costs money and can make it harder
for consumers to obtain and pay for information goods and services. There 1s no
centralised system of rights clearance on the Internet, and collective solutions offered
by collecting societies are not automatically more efficient than the system separate
clearance of individual rights that exists at present. What is clear is that it will not be
possible to have the full panoply of exclusive rights that now exists if a centralised and

streamlined system of rights clearance is to be implemented. The best way to

implement such a system would be through centralised clearing houses. However, this -
would require greater convergence of copyright and licensing law as well as greater
use of compulsory licensing. Electronic commerce is dependent upon consumer
confidence, and the kind of rigid enforcement of rights offersd by Copyright
Management Systems (CMS) will drive the development of circumvention
technologies unless the law imposes some kind of equity upon them. Equally, rampant
profit taking by publishers and collecting societies facilitated by over-strengthened
copyright regimes will only worsen the current levels of copyright violation. CMS are
being developed with global markets in mind, it is therefore vital that fair use
provisions be incorporated into international copyright law if it is to retain the kind of

balancmng function which it has performed in the past.
The term "multimedia” has no single accepted definition, but essentially concerns the

storage of different media on a single platform, de-specialisation of transmission and

the integration of media and telecommunications services. Another feature of
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multimedia products, although not a fundamental one, is interactivity. However, it is
important to note that in the last few years the difference between multimedia
products and digital products has narrowed. In effect advances in telecommunications
technology, digital compression etc. have made all file formats available 1n digital
form, and capable of distribution via the Internet. The Internet is the result of a U.S.
defence project undertaken in the late 1960's and subsequently taken over by the
academic community that now has an almost inestimable number of users. To begin
with the growth of the Internet was inhibited by a shortage of bandwidth, and
transmission delays. Subsequently development of the Internet's infrastructure and
compression technology reduced the bandwidth problem making electronic commerce
more possible. Nonetheless, many technical, economic and regulatory challenges
remamn. E-commerce mvolves two main cycles, a purchasing cycle and a payment
cycle. Clearly the payment cycle is the most problematic and has given rise to the
development of trusted third parties, and the use of encryption technology to provide
added security. A turther development came with the introduction of ECMS designed
to control access, manage rights and facilitate payment. While ECMS are a useful
developinent they also cause problems of access to copyright works and distort the
balance ot copyright. What is needed is a flexible approach that balances the interests
of the parties without being too technology specific. This approach requires consistent
and transpareut regulation, the need to expand society’s knowledge base, the
maintenance of access to information services, and technical integration on both an
internal and an international level. Standardisation must inevitably play a vital role in
this process in making information products/services easy to use and interoperable;
however, these advantages come with the risk of anti-competitive behaviour. Chapter
2 charts the evolution of copyright from its first origins through to modern statutes

dealing with digital works and analyses this development in relation to the treatment

of multimedia works.
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CHAPTER 2

Introduction to the Law of Copyright
2.0 What is Copyright?

In Anglo-American systems copyright is first and foremost a property right. It 1s an
incentive to create granted for limited times to authors and inventors (normally natural
persons) in order that the public may benefit from and have access to the writings and
discoveries so produced. Under s.1(1) of the Copyright, Designs and Patents Act
1988 (CDPA) the right is granted only in respect of certain predefined classes of work
Le. “literary works”, “musical works” and “films”. The right subsists in original works
fixed in a material form, and consists of among other things the exclusive right to
copy, distribute and create, derivative works from copyright materials. The right does
not subsist in relation to public domain works or unregulated uses, and may be subject
to such exceptions i.e. “fair dealing” as may be imposed by statute or common law.
Furthermore, in droit d’auteur systems copyright may be subject to moral rights, these

are described 1n more detail below.

2.1 Historical Background

Both before and after the invention of the printing press wealthy patrons supported
artists and writers, in ancient Rome artists who had no independent means sought the
protection of wealthy citizens, and would receive financial support, and m return were
expected to dedicate their work to their patrons. A similar practice developed in

England where the landed gentry patronised the arts well into the eighteenth century,
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artists and writers being rewarded with pensions, and appointments'. However, this
system of indenture also meant that artists were subject to the whims of the ruling
elite who had effective control of popular culture. Indeed on the eve of the publication
of his dictionary and following much protestation by his patron with regard to the
dedication of the work Samuel Johnson wrote to the Earl of Chesterfield in a letter of
1755 stating: “Is not a Patron, my Lord, one who looks with unconcern on a man
struggling for life in the water, and, when he has reached the ground, encumbers him

with help?”.

Prior to the invention of moveable type printing by Gutenberg in 1450 there was httle
need for copyright law because the shear effort involved in making copies of
manuscripts made the process too slow and expensive to have commercial potential.
Such copies were regarded as mere chattels in which there were no separate rights
belonging to the creator of the original work. Intellectual property law in the Western
world finds its first legislative expression in the Monopolies Act of 1624, an Act that
concerned the allocation of monopolies and licences by the Crown. Even at this early
date monopolies were regarded by the common law as vehicles of extortion, the Act
itself being an invasion of royal prerogative’. Indeed the Book of Bounty in which
these monopolies were recorded stated that monopolies as such were illegal but then
went on to state exceptions to the general rule and it was abuse of such monopolies
by James I that led to the enactment of the Statute of Anne’. The Act is based upon
the Book of Bounty and began as a Bill specifically prohibiting monopolies; however,
it also mcluded certain exemptions such as that for ‘new inventions”. The stated aim
of the Act was to prevent the abuse of licences and letters patent that were to profit
the kings subjects whilst tending towards the common good. At this time no
distinction between copyright and patent law existed since these had not yet

developed as separate legal systems. Prior to 1695 the publication of books was the

! Harvard Law Review Association, "Exploitative Publishers, Untrustworthy Systems, And The
Dream Of A Digital Revolution For Artists”, [2000] Harv. L.R. 2440.

2 {bid., p2441.

3 Chris R. Kyle, "But a New Button to an Old Coat": The Enactment of the Statute of Monopolies, 21
James I cap.3",Legal History, Vol.19, No.3 (December 1998), 204

4 ibid., p206.
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preserve of printers authorised by the Crown, these printers formed the Stationers’
Company. The Licensing Act of 1662° established a register of licensed books and
required the deposit of the book to be licensed with the Stationers’ Company.
Without its monopoly the Stationers’ Company became vulnerable to large-scale
piracy of their works and the constant petitioning for statutory protection before
Parliament by the Stationers Company played a significant role in the enactment of the
Statute of Anne in 1709”.

Copyright 1s a right attaching to legal persons or their heirs or assignees, it concerns
original works and is granted for a limited time only. As the name suggests the rights
which copyright protects are those of copying and the sale of copies. Originally
copyright was restricted to works of literature, but through a combination of a
process of inference and commercial necessity has been expanded to include maps,
designs, pamtings and sculptures. Subsequently the class of copyrightable works was
further expanded to include photographs, works of cinematography, musical and
dramatic works, broadcasts, or cable programmes, typographical arrangements of
published editions, and audio-visual works. From this sequence it can be seen that
copyright law 1s technologically driven both in terms of recording technologies and
the subsequent professionalization of the processes involved. While the original
framers of the first copyright laws did not have many of these technologies in their
contemplation, even if they had they probably would not have regarded the processes

involved in the early stages of such technology as involving sufficient originality to be

copyrightable.

The Statute of Anne was the first statutory scheme of copyright protection and gave
copyright owners the exclusive right to make copies of original work. In general this
protection was to last for 21 years, but could last 28 years in the case of new books,
subject to registration of copyright with the Stationers’ Company. The validity of the
Statute of Anne was tested several times in the latter half of the 18" century. In Millar

3 ibid., p208.
¢ ibid., p217.
7 1an J. Lloyd, Information Technology Law, Third. Ed., Butterworths 2000, p376.
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v. Taylor® the London booksellers secured a 3:1 vote in the Court of Kings Bench
affirming a perpetual common law right in literary property. In that case Lord
Mansfield stated: “It is just that an author should reap the pecuniary profits of his own
ingenuity and labour. It is just, that another should not use his name, without his
consent. It is fit that he should judge when to publish, or whether he will publish. It 1s
fit he should choose not only the time, but the manner of publication; how many; what
volume; what print. It is fit he should choose to whose care he will trust the accuracy
and corrections of the impression; in whose honesty he will confide, not to foist
9

. This decision led to the appeal
before the House of Lords in 1774 in the case of Donaldson v. Becket". Significantly

additions with other reasoning’s of the same effect

this was prior to the enactment of the Appellate Jurisdiction Act in 1876 that
introduced the House of Lords as a separate appellate body. The main question before
the House was whether an author had the sole right of publishing in perpetuity, or
merely a statutory right created by the Act of 1710. Further, the House was to
consider whether the Statute of Anne merely supplemented the common law right or
determined it in its entirety, thereby placing a strict Limit on the term of copyright?"*

The case arose from a dispute between a London bookseller and an Edinburgh printer

concerning the reprinting of a book entitled “The New History of the Holy Bible” by
Thomas Stackhouse, first published in 1767. By votes of 7: 4 in favour of an authors
perpetual and exclusive common law right to publish and 6: 5 in favour of a night that
was restricted by statute to a term of years. The House of Lords affirmed the decision
of the court below and refused the appeal'®. Despite holding that the right to publish
was a perpetual common law right the decision of the House of Lords was almost
entirely based upon economic arguments™, a confusion between the metaphysical and
the material which still exists today. Common law notions of copyright were abolished

once and for all by the Copyright Act 1911, this also abolished the requirement that

® 98 Eng. Rep. 233 (K.B. 1769).

? See Id. p252.

1998 Eng. Rep. 257.

11 Mark Rose, “The Author as Proprietor: Donaldson v. Becket and the Genealogy of Modern

Authorship” in Brad Sherman and Alain Strowell ed., Of Authors And Origins: Essays on Copyright

Law, Clarendon Press 1994, p23.

ii Richard S. Thompson, "Scottish Judges and the Birth of British Copyright”, Jur. Rev., 1992, 1, 32.
ibid., p33.
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copyright be registered with Stationers Hall. This Act asserts copyright as an entirely

statutory concept thereby derogating any notion of common law copyright.

Following the statutory recognition of copyright much of the power formally held by
patrons was transferred to institutional publishers, which had the financial muscle to
enforce copyright and to determine which works were commercially viable'?. In 1811
Arthur Murphy described this exploitative relationship thus: “The Bookseller...talks
with much phlegm to the poor author: ‘the high price of paper, journeymen’s wages,
the dearness of leather, the risk....” In short, he will consider of it ...till the Author’s
patience is quite worn out: eager to enjoy his fame, and to taste the fruits of his
genius, he grows impatient of delay...and in this state of mind he sells his works for a
trifle, and the perpetual property is settled on the bookseller’s wife, who, upon the

strength of it, has her country-house and her rout....”".

2.2 The Nature of Modern Copvright

In more recent times the CDPA has come to form the primary basis of U.K. copyright
law. Under this Act protection of original literary, dramatic, musical and artistic
works including their typographical arrangement, sound recordings, filins, broadcasts,
and cable programmes are protected from the moment of their creation. Section 3(1)
of the Act defines a literary work as a work, apart from a dramatic or musical work,
which 1s written, spoken or sung, although s.3(2) limits protection to works that are
recorded m writing or some other permanent form. In order for text to attract
copyright protection it must be at least a few words in length. In the U.K. case of
Exxon Corporation v. Exxon Insurance Consultants International Ltd"® it was held
that an entirely invented word ‘Exxon’ was not subject to copyright. Where works are
musical or audio-visual works case law in both the U.K. and the U.S.A suggest that
even very small fragments of a work may attract copyright. The Ninth Circuit Court

of Appeals made much play on the economic analysis in this case, and was mostly

14 See note 1, p2442.
15 ibid., p2444.
'% [1982] Ch. 119.
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concerned with whether the respondent derived profits from the use of the copyright
phrases they had misappropriated. In terms of the level of originality required they cite
the Supreme Court decision of Feist Publications, Inc. v. Rural Telephone Service
Co., Inc' in its assertion that the requisite level of creativity needed to establish
originality for the purposes of U.S. copyright law was extremely low. In Feist the
respondent was a certified public utility providing telephone services and was under a
statutory obligation to provide telephone listings free of charge to members of the
public. The directory produced by the respondents included yellow pages that were
business listings and white pages that listed domestic users. The appellants produced
wide-area hstings covering 11 different telephone service areas. These listings were
compiled through licensing arrangements with the various local companies. The
respondents refused to license their directory to the appellant who copied the listings
they needed without the permission of the respondents. The U.S. Supreme Court held
that the respondent’s white page telephone listings were not subject to copyright since
only effort, rather than skill or judgement, was required for their compilation. While it
was established that there was originality in the selection and arrangement of the
respondent’s yellow pages, this was not the case with their white pages. While the
standard of origmality was very low a work would have to posses some originality
before 1t would be subject to copyright. This is consistent with along line of cases
holding that mere facts were not the subject of copyright. In it’s ruling the court
explicitly rejects the sweat of the brow approach putting in jeopardy the copyright in
database systems regardless of the cost of producing them. Given the increasing

importance of intellectual property rights in the European Community the

Commission responded to this with the introduction of Directive 96/9 on the legal
protection of databases emphasising the wvulnerability of databases to market-

destructive appropriations’®.

17 111 S. Ct. 1282 (1991).
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2.3 Copyving

The law of copyright as first enacted in the Statute of Anne was entirely based upon
the exclusive right to issue copies of literary works to the public. While copyright has
expanded to include many other original works since 1711 and includes other nghts
such as the right of distribution and the right to create derivative works, the exclusive
right to make copies of original works remains at the heart of copyright. Furthermore,
copies need not be complete and can include paraphrases, or copies made from verbal
descriptions, and can be based upon media such as paintings and photographs. For
literary dramatic, musical or artistic works, s.17(1) of the CDPA defines copying as
the reproduction of the work in any material form including the storing of the work in
any electronic medium. The wide interpretation of the term ‘electronic’ set out m
s.178 of the Act brings direct copying of software onto a magnetic disk within its
scope. Where copying is indirect such activity is is prohibited by s.16(3) of the Act as
indirect infringement"”. In addition s.17(6) of the Act tells us, in relation to any
category of work, that copying includes the making of transient or incidental copies of
a work. Similarly 5.101 of the Copyright Act 1976 (U.S.A) requires the existence of a
‘fixed’ copy 1n order to establish infringement.

2.4 What Constitutes a Substantial Portion?

In MAI Systems Corp. v. Peak Computer, Inc®® the Ninth Circuit Court of Appeals
found that fixation in RAM was sufficient to allow a user to view a system error log
and diagnose an error with the computer. In a later case Advanced Systems of
Michigan, Inc. v. MAI Systems Corp*! the district court found that storage in RAM
could last for months and such periods could not be regarded as ephemeral or

transient™. In order to establish a prima facie case of copyright infringement, the

' David Bainbridge, Software Copyright Law, 3rd ed., Butterworths 1997, p55.

20991 F. 2.d. 518 (9" Cir. 1993).

21 845 F. Supp. 356 (E.D. Va. 1994).

%2 J. Ebersole , “A Sampler of Issues in the Digital Age: Intellectual Property Contracts, Litigation
and the Internet”, Computer Telecommunications Section of the D.C. Bar Winter Convention Feb
26, 1997. Available from:
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plamtiff must prove “ownership” of the work in question and “copying” of a
substantial part of the work by the defendant. The work itself and especially the
copied portions of the work must be amenable to copyright and should therefore
possess some degree of originality. Many of the web pages available on the Internet
can be classified as a computer program, or at least contain computer programs. The
underlying code of these pages is written in HTML or a related computer language,
they also often contain java applets and various other forms of program, which are
classified as a literary works by Anglo-American copyright law. The leading U.K. case
regarding what constitutes a substantial portion of a copyright work is Ladbroke
(Football) Ltd. v. William Hill (Football) Ltd”® where it was held that the
substantiality of the portion of the work taken should be determined by reference to
the whole rather than focusing on individual portions of the work®. However, the
applicability of that case to software copying may be doubted since the original parts
of a.computer program may be located in just a few modules rather than being
distributed throughout the code. This is analogous to the scenario put before the
English High court in Cantor Fitzgerald International v. Tradition (U.K.) 1.td*=. Here
it was held that the substantiality of the portion of the work copied should be
determmned by aunalysing that part (or module) in isolation from the rest of the
system™. In the recent case of Designers Guild Ltd. v. Russell Williams (Textiles Ltd.
(t/a Washington D.C.)*’ the House of Lords set out some fundamental principles for
determining the substantiality of the part taken. First, the court must consider that part
of the work that has been copied. Secondly, only the copying of the expression of the
idea rather than the idea is relevant. Thirdly, the test is a qualitative one. Fourthly, if
the part taken is not substantial then it is by definition “insignificant”. Fifthly, m
considering the part taken, only the original elements of the design were to be

considered. Sixthly, it was emphasised that the object of copyright law was not to

http://www.ctls.org/Ebersole.htm.
211964] 1 ALLE.R. 465.

4 See Id. p277.

2 (2000) R.P.C. 95.

%6 See Id. p135.

27 12000] 1 W.L.R. 2416.
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create a monopoly, but to protect the skill and effort of the maker m the 1dea

expressed.

2.5 Fair Use

Another key problem is that digitisation fundamentally shifts the balance of rights m
relation to fair use. The Copyright, Designs and Patents Act 1988 (the ’"CDPA’) does
not incorporate fair use as such, but includes exceptions relating to research and
private study as well as various forms of review and news reporting which is a far
narrower conception of fair use than that in the U.S.. Under U.K. law miringement
occurs where a substantial amount of an original document is taken. In relation to the
exceptions to copyright these limit users to copying a ‘“reasonable portion” of certain
types of work. Under s.21 of the CDPA, adapting a copyright work will usually
constitute infringement, where HTML code is converted into a different form that
would infringe the copyright, as would the adaptation of any copy of the code. The
way in which exceptions to copyright are treated depends very much upon the
jurisprudence of copyright law. Apart from the differences between common law and
civil law jurisdictions two distinct approaches to copyright can be identified in Anglo-
European case-law. Copyright as it was first expounded was a means of encouraging
creativity in certain limited areas, however, the scope of copyright has expanded
enormously since its inception, and more recently copyright has been regarded more
and more as a means of ensuring maximum economic return for right holders. While
the public interest can be an ethereal concept, its most fundamental purpose m terms
of copyright is to ensure the free flow of information®. Indeed the very basis of
copyright as it exists in European law is Article 36 of the Treaty of Rome”. Article 13
of the TRIPS Agreement deals specifically with the exceptions to copyright, while
these are limited to special cases, they also must not conflict with the normal

28 Fiona MacMillan, “Striking the copyright balance in the digital environment”, L.C.C.L.R. 1999,

10(12), p331.
2 Estelle Derclaye, “Software Copyright Protection: Can Europe Learn from American case law?
Part I’, E.ILP.R. 2000, 22(1), p8.
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exploitation of works, they also must not unreasonably prejudice the interests of

rightholders™.

2.6 Copyright in Digital Works

Digital works are works translated into a digital form i.e. files composed of strings of
1’s and 0’s. Here the 1 represents the on state of a digital switch and the O represents
the off state. Digitally recorded data differs from analogue data in that digital data has
only two states, analogue data has values that lie in between the on and off states. As
a consequence digital data does not readily degrade when copied, are easily
manijpulated, and transferred over networks at low cost’'. However, in a world of
high-speed global networks such as the Internet the ability of the authors to control
their works after publication virtually disappears. Since moral rights have always had
a greater problem of enforcement than economic rights enforcing moral rights when a
work 1s converted into a digital format becomes almost impossible. The right of
communication to the public assumes the possibility of such control, however, in a
networked environment this sort of control is currently only possible in -
communication where distribution takes place from a central point ie. video-on-
demand™. Article 3 of the Information Society Directive gives copyright owners the
exclusive right to make their works available to the public in such a way that those
members of the public may access them from a place and time individually chosen by
them. Such access will also implicate rights of public performance and display. In the
U.S. case of On Command Video Corp. v Columbia Pictures Industries™ a federal
district court held that a hotel video system which allowed guests to receive pre-
recorded videocassette recordings was 'publicly performed’ even though the

transmissions were serial rather than simultaneous>?.

%% See note 28 above, p353.

*! Paul Mallam, “Copyright and the Information Superhighway, some future challenges”, Ent. L.R.
1995, 6(6), p235.

32 {bid., p236.

3777 F. Supp. 787 (N.D. Cal. 1991).
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2.7 Computer Programs

Digital copyright is synonymous with computer programs since digital code almost
invariably comes in this form. In both Europe and the United States computer
programs are regarded as literary works and in both systems the standard of
originality required is very low®. However, works that are more factual in nature
have always been afforded weaker protection than those works that are seen to be
highly origmmal. Thus the courts conception of what constitutes a substantial part of a
work 1s strongly mfluenced by the level of originality which the work possesses. This
in turn will depend upon the creative medium i.e. photographs, music, text, etc. (i.e. in
terms of a qualitative measure of originality). Where works are digitised a quantitative
measure of a “reasonable portion” of a work for fair use purposes will become
difficult to assess, even where this is taken on aggregate. This and the other factors
mentioned above have lead to arguments that fair use should not be applied to digital
works. However, while the problems of protecting content in the digital environment
are great, technical measures also help right owners detect and prevent piracy> . While
copyright protects the expression of an idea rather than the idea itself, assessing the
non-literal elements of computer programs that are protected involves descending into
systems architecture. This is hugely complex and has lead to a plethora of litigation in
the United States. The European courts have on the whole steered clear of this type

of litigation and are therefore badly equipped to deal with this kind of dispute, which

is only likely to increase in future.

2.8 The Information Society Directive

Copynight should encourage the creation of new works; however, it is also about

enabling access to new works. In the new digital environment there is a tendency to

** Jane C. Ginsburg, “Putting the Cars on the Information Superhighway: Authors, Exploiters, and

Copyright in Cyberspace”, Columbia Law Review, 1995, 95(2), p1430.
33 Estelle Derclaye, “Software Copyright Protection: Can Europe Learn from American case law?

Part I”, E.ILP.R. 2000, 22(1), p9.
%% See note 28 above, p353.
*7 See note 28 above., p357.
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emphasise the former over the latter leaving little or no room for reasonable non-
commercial use. This is largely the result of fear amongst the commercial sector
created by new technologies such as DVD, which can make almost perfect copies of
copyright material at great speed, and has ten times the capacity of a conventional
CD’. In an attempt to harmonise copyright laws throughout the European Union the
Council of ministers reached political agreement on the Information Society Directive
on the 25" of September 2000*. The main objectives of the Directive are to bring the
state of European copyright law in line with the WIPO Copyright Treaties and to
harmonise substantive aspects of copyright law across the board®’. Article 5 of the
Directive attempts to harmonise the exceptions to copyright protection, but even if
this were a good 1dea it singularly fails to achieve the objective by making the
allowable exemptions optional rather than mandatory®. This and the extremely vague
language used m the Directive mean that major policy issues will be left to the courts.

Directive 2001729 on the “harmonisation of certain aspects of copyright and related
- rights in the information society” was adopted on 22 May 2001 and is to be
:mplemented by Member States on 22 December 2002. The Directive is amongst
other things the E.U. response to the 1996 WIPQ Treaties. It seeks to balance user
rights agamst anti-circumvention. measures intended to protect the technical
protection systems deployed by content providers in order to secure copyrighted
content. According to Recitals 5 and 6 the main objective of the Directive is to
harmonize Member States responses with regard to the legal safeguards for
technological protection measures used by copyright owners as a means of
safeguarding their rights in the context of the internal market. Whether the Directive
achieves this balance is, however, doubtful. Article 3 of the Directive provides for an
exclusive right of copyright owners to make available to the public their works in such

a way that members of the public may access them from a place and a time

** Michael Doherty and Ivor Griffiths, "The Harmonisation of European Copyright law for the
Digital Age", E.LP.R. 2000, 22(1), p17.

* Bernt Hugenholtz, “Why the Copyright Directive is Unimportant, and Possibly Invalid”, E.LP.R.
2000, p500.

%0 ibid., p499.

41 ibid., p5SO1.
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individually chosen by them. The wording of this provision is very vague, and little
guidance is gained from Recital 53, which simply states that its purpose is to handle
“the provision of mteractive on-demand services” that allow the public to “access
works other subject-matter from a place and time individual chosen by them.”** As
Groves pomts out the CDPA makes no distinction between author's rights and related
rights. These are reflected m the structure of the Directive, however, they do not form
a substantive part of U.K. copyright law™. Directive 2001/29 does not discuss
jurisdiction for intellectual property on the Internet, an issue not conclusively dealt

with by U.K. case law™ or the Brussels I Regulation®.

While creating broad and harmonised rights of communication and reproduction
under Articles 2, 3 and 4, it also creates an exhaustive list of exceptions. This goes
further than the WIPO Treaty by defining specific exceptions to the exclusive rights
rather than merely permitting them, they are all subject to interpretation and must
inevitably lead to uncertainty*’. Critically, there is no definition of private copying,
that takes due account of the digital environment™. Indeed the Directive makes no
provision for the phasing out of levies, which are an imperfect solution at best and
could become a form of double taxation in a system where payment is extracted using
technological measures®”. The Directive also does not deal with issues of rights
administration (i.e. the exclusivity of rights) and does not deal with moral rights™, by
providing excessively broad protection for technological measures in Article 6 the

Directive threatens to replace copyright with technological monopolies and electronic

42 Michael Hart, “The Copyright in the Information Society Directive: An Overview”, E.L.P.R. 2002,
24(2), po3.

3 Peter Groves, “Copyright Law Enters the 21™ Century”, Bus. L.R. 2001, 22(10), p225.

“ Giles Fernando, “Protecting Copyright on the Internet”, N.L.J. 2001, 151(2000), p1367.

4> See Alex Morrison and Lorna E. Gillies, “Protecting Webcast Content, Copyright on the Internet
and Problems of Jurisdiction in the European Union”, 16™ BILETA Annual Conference April 9- 10,
2001, University of Edinburgh, Scotland, available at
http://www.bileta.ac.uk/0O1/papers/morrison.html.

* Thomas C. Vinje, “Should We Begin Digging Copyright’s Grave?’, E.LP.R. 2000, p551.

41 Gary Lea, “Issues of access and content regulation arising from the EU draft Directives on
copyright in the Information Society and e-commerce”, Comms. L. 1999, no.4, p209.

‘8 See note 42 above, p62.

*> Michael Hart, “The Proposed Directive for Copyright in the Information Society”, E.LP.R. 1998,
2009), p171.

*% See note 39 above, pS0.

33



contracts’. In particular Article 6.2 of the Directive could out-law devices that are
capable of legitimate use, and circumventing technological measures ~. This may
include general-purpose computers that were never designed for that purpose. This
could eventually lead to market distortions and may undermine consumer confidence
thereby increasing demand for pirated works and encouraging hackers to crack
technological protection systems. Technical protection measures allow right owners
to control the time and place of release, and pricing, the DVD market in Europe for
example 1s one of six global regions. Technical measures enforce regional differences
imposed by right owners using regional codes. While the Commission sees that there
1S the potential for monopolistic practices in the DVD market it has not yet found any
infringement of Articles 85 and 86 of the EC Treaty™. Article 5(1) of the Directive
excludes temporary acts of reproduction, but does so in a very limited way. Internet
routing splits copyright materials into packets of data, which are temporarily stored by
mtermediate hosts. However, more sophisticated forms of caching, and Internet traffic
management may fall outside the scope of sub-paragraphs (a) and (b) of this Article
since they only apply to acts of temporary reproductions“. The Directive does not

tackle other functions, even more critical to the operation of the Internet, such as

linking and framing.

The U.K. was required to implement the Information Society Directive by 22
December, 2002, and the Directive was finally implemented on 31 October, 2003
after much consultation. The Copyright and Related Rights Regulations 2003> make
many adjustments to the CDPA, along with other changes forced by European
Directives and International Treaties, this leaves little of the Act as originally enacted.
In accordance with Article 3 of the Directive the Regulations extend s.20 of the
CDPA to cover “communications to the public”, and in tandem with this the definition

of broadcasting in s.6 has become technologically neutral bringing to an end the

°! See note 46 above, p555.

*2 Michael Hart, “The Copyright in the Information Society Directive: An Overview”, E.L.P.R. 2002,
24(2), p62.

>* Joint answer to Written Questions E-509/00 and E-1510/00 given by Mr Monti on behalf of the
Commission, [2001]} O.J., C53E/1358.

** Giles Fernando, “Protecting Copyright on the Internet”, N.L.J. 2001, 151(2000), p1367.
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notion of a “cable programme service”’, most notably applied m cases such as Shetland
Times v. Wills. The only mandatory exemption introduced by the Regulations
concerns temporary acts of reproduction as set out in Art.5.1 of the Directive, which
is intended to protect ISPs and other intermediaries from copyright liability in respect
of those technical operations that are essential for the effective functioning of the
Internet. Under s.28A of the CDPA a temporary act of reproduction is exempt where
it forms an “integral and essential” part of a technological process, the sole purpose of
which is to enable the transmission of the work in a network between third parties by
an intermediary or where lawful use will be made of it. Furthermore, the use made of

the work must have no ndependent economic significance.

The most mmportant change the Regulations make to non-compulsory exceptions in
the CDPA 1s that it applies only to non-commercial purposes. This has the most
obvious impact on the research and private study exemption in s.29, but also affects
other exemptions. This includes private study that is directly or indirectly commercial,
thus it will be very hard for any commercial enterprise to rely on the exemption. Ths
is highly significant since it almost closes the door to the introduction of any notion of
fair use smmilar to that deployed in the U.S.A. and Canada. As a consequence of the
narrowing of the research and private study exemption a specific exemption relating
to the observing, studying and testing of computer programs has been introduced as
s.50BA of the CDPA. The exemption in s.30 of the CDPA regarding fair dealing for
the purposes of criticism, review and news reporting has also been narrowed so that it
now only applies to works lawfully made available to the public. This is a problem
when the owner or publisher will not allow the release the work into the public
domain and is an incursion on the freedom of the press. Further, the exception m s.70
of the CDPA relating to recording for the purposes of time shifting have been
changed so that only recordings made in domestic premises are covered. Hence
recordings made on commercial premises such as Internet cafes are no longer

protected.

55 (S.1. 2003/2498).
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The final group of changes made by the Regulations relate to the protection of
technological measures and rights management information as set out in Articles 6, 7
and 8 of the Directive. Section 296 of the CDPA as amended only applies to those
who traffic in devices and provide services designed to circumvent technological
measures where this is done in the course of business, or where they do this otherwise
than i the course of a business to an extent that is prejudicial to the interests of the
copyright owner. Similarly s.296G(8) of the CDPA protects rights management
mformation (RMI) by granting an exclusive licence to the copyright owner or the
person issumg copies to the public or communicating the work to the public. These
parties then have remedies against those who knowingly remove or alter RMI without
authority; however, this does not include criminal sanctions. The new 5.296(G) of the
CDPA defines RMI broadly as: “any information provided by the copyright owner or
holder of any nght under copyright which identifies the work, the copyright owner or
the holder of any ntellectual property rights, or information about the terms and

conditions of use of the work, and any numbers and codes that represent such

information.”

2.9 Copyright in Compilations

Under s.3 of the CDPA as amended by Regulation 5 of the Copyright and Rights in
Databases Regulations 1997 (S.I. 1997 No. 3032) compilations other than databases
are ‘hterary works’, literary works are works other than dramatic or musical works
that are written spoken or sung. According to Article 1 of the Database Directive
(96/9) databases are “independent works, data or other materials arranged in a
systematic or methodical way and capable of being accessed by electronic or other
means”. Copyright in compilations is thin because copyright works require a modicum
of originality, and since compilations are frequently not very original that protection 1s
weak. The problem with this conception is that it fails to protect resource mtensive
works such as databases which are expensive to create, but not necessarily very
original. Alternatively the so-called “sweat of the brow” model protects works on the

basis of how much they cost to put together thereby affording protection to
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information already in the public domain. However, it is well established in Anglo-
American case law that this kind of information should not be protected by copyright
unless that mformation i1s of a time-sensitive nature. The “sweat of the brow”
approach 1s now defunct in the United States after a Supreme Court decision which in
Europe gave rise to Directive 96/9 on the legal protection of databases, which appears

to adopt the sweat of the brow approach rejected by the U.S. Supreme Court. This is

a clear recognition of the importance of intellectual property™°.

2.10 Originality

In general copyright works must attain a certain level of originality before they are
subject to copyright. Given that the content of compilations is often factual i.e. not
subject to copyright the requirement of originality is even more important than for
other copyright works. In Feist Publications Inc v Rural Telephone Service Co’’ the
respondent was a certified public utility providing telephone services and was obliged
by statute to provide telephone listings which it provided free of charge to members
of the public. These listings were produced as part of a directory that also included
vellow pages for business listings as well as other text providing guidance to users.
The petitioners specialised in the production of wide-area listings covering 11
different telephone service areas. These listings were compiled through licensing
arrangements with the various local companies. The respondents refused to license
their directory to the petitioner who subsequently copied the listings they required
without authorisation. The U.S. Supreme Court held that the respondent’s white page
telephone listings were not subject to copyright since only effort, rather than skill or
judgement, was required for their compilation. To establish infringement, it would
have been necessary to establish that a copyright existed, and that they were original
elements of the work (it was emphasised that while there must be originality in the

work, the standard was low).

°® David Bainbridge, Software Copyright Law, Third ed., Butterworths 1997, p171.
*7 499 U.S. 340 (1991).
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In Matthew Bender & Co., Inc. v. West Publishing Co>® the plaintiffs who
manufacture and market judicial opinions stored on CD-ROM discs made a complaint
to the district court that the defendants parallel citations (star pagmation) violated
copyright in their compilations. The court while recognising that considerable skill and
effort went into the preparation of the plaintiff’s compilations held that they did not
warrant copyright protection. Furthermore, the court stated that while the head notes
were derivative works star pagination was a basically mechanical operation that did
not attract copyright protection. In a second case in the same court with the same
parties, heard on the same day”, the plaintiffs sought a declaration. This asserted that
the copymg of mndividual case reports after removal of the syllabi, head notes and key
numbers would not infringe the defendants copyright because the remaining
enhancements were not subject to copyright. The court held that all of the

information in question was factual in nature and did not possess even the minimal

creativity required by Fiest.

On appeal to the Second Circuit Court of Appeals the defendants sought a judgment
declaring that the msertion of citations within their version of judicial opinions was a
basically mechanical operation. An operation used in order to assist the location of
particular pieces of text in the plaintiff’s hard-copy version of the opinions that did not
fringe the defendant’s copyright in their compilation of judicial opinions. These
citations show page locations in the West printed version of the opinions and are
parallel with them. The plaintiffs claimed that the defendant’s product allowed users to
view judicial opinions in the same order as they appear in a west volume by repetition
on of the following steps: (i) a jump feature in the program allows users to go to the
first page in a West case reporter volume; (ii) the user pages to the end of a case; (1)
finds a star pagination reference; and (iv) activates the jump cite feature which

retrieves the case with the same or the next page number.

On appeal to the Second Circuit Court of Appeals the plaintift’s arguments were

rejected on two grounds, even assuming that a CD-ROM disc equipped with star

58 N0.97-7430 (2d Cir. 3 November, 1993).
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pagination amounted to an unlawful copy. First, the plaintiffs conceded that parallel
citation could constitute fair use under the Copyright Act 1976. Parallel citation
allows users to make copies of the plaintiff’s work, which would by implication be fair
use. Secondly, one of the benefits of parallel citation is that it allows users to perceive
page breaks in each opinion and these breaks are not protected by copyright. It
therefore follows that star pagination does not create a copy of any protected
elements of the plamtiff’s copyright. Significantly the court rejected the plamtift’s
contention that similarities between intermediate copies and the allegedly infringed
work was sufficient to prove ‘substantial similarity’ between the plaintiff’s and the
defendant’s products. In relation to allegations of contributory infringement the
defendants had failed to identify a primary infringer. Also the plaintiff’s products had
substantial non-infringing uses. Furthermore, the court went on to assert that the
copying of individual case reports, once copyrightable elements such as syllabi and

head notes were removed was not infringement. Other factual enhancements were not

sufficiently origmal to be copyrightable.

To complete this picture recent cases have further rejected any rigid conception of the
idea/expression dichotoniy. These cases centre around the prohibition on copyright in
facts contamed m s.102(b) of the Copyright Act 1976 (U.S.A). In CDN v. Kapes® the
U.S. Court of Appeals for the Ninth Circuit had to determine whether a compilation
of coin prices made available on the Internet infringed copyright in the appellant’s
price lists. Affirming the decision of the court below the appeal court exammed the
originality of the facts themselves rather than whether the selection and arrangement
of facts was original, the obviousness of arrangement and coin industry standards
were therefore irrelevant to the discussion. In a similar case Warren Publishing, Inc. v.
Microdos Corp®' the U.S. Court of Appeals for the Eleventh Circuit had to to decide
whether a software package consisting of three databases infringed copyright i a
directory information on cable systems. While the appeal court was not concerned

with the way in which the appellant gathered information, it was concerned with

5% N0.97-7430 (2d Cir. 3 November, 1998).
$0 53 U.S.P.Q.2d (BNA) 1032 (9" Cir. 1999 (U.S.)).
' 115 F.3d 1509 (11" Cir. 1997 (U.S.)).
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whether the end result 1s a fact, or an original work of authorship. The court
considered the work as a whole, but found that the court below had erred in
determining that the plaintiff’'s community “system’ was sufficiently creative and
origmal to attract copyright protection. While the plaintiffs had developed an efficient
method for mformation gathering, this was not sufficient in itself to establish

originality and under the terms of s.102(b) of the Copyright Act 1976 (U.S.A.), this

kind of procedure or process is specifically excluded from copyright protection.

The decision m Feist was the low watermark for cases concerning originality,
however, smce the mtroduction of the database right in Europe and various attempts
at introducing a similar right in the U.S.A. this position has been altered. In a recent
Australian case Telstra Corp. Ltd. v. Desktop Marketing Systems Pty Ltd** the
plamtiff was an Australian corporation providing telephone services under a statutory
licence that also obliged it to annually publish white page directories by geographic
area. The plamtift alleged that the defendant copied listings and headings from some
of their directories in order to produce three commercial CD-ROM products that
contamed mformation substantially similar to that contained in the white page
directories. Furthermore, the plaintiffs contended that these directories were original
literary works within the meaning of s.32(2) of the Copyright Act 1968 (Australia)

and that under s.32(1) of the Act copyright subsisted in them. Accordingly the
defendants had infringed copyright in their directories contrary to s.14 of the Act. On
appeal before the Federal Court of Australia Finkelstein J. held that the appellant’s
white page listings were original literary works that were subject to copyright and that
the respondent had infringed that copyright. In reaching its decision that the white
page directories were original literary works, the court followed the important House
of Lords decision in Walter v. Lane® holding that intellectual effort was not a
requirement of copyright. In determining whether a substantial part of the directories
had been taken the court followed the dicta of Mason C.J. in Autodesk Inc. v. Dyason
(No.2)*™* where he states that “in determining whether the quality of what is taken

°212001] F.C.A. 612 (Fed Ct. (Aus)).
%3 11900] A.C. 539.
% (1993) 176 C.L.R. 300 at p305.
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makes it a ‘substantial part’ of the copyright work, it 1s important to inquire into the
mnportance which the taken portion bears in relation to the work as a whole: is it an

‘essential’ or ‘material’ part of the work?”

On appeal to a full sitting of the Federal Court of Australia® the appellant contended
that the judge had erred in upholding the proposition that copyright subsists in a
compilation of facts where the author has produced enough work or incurred
sufficient expense in compiling the facts. They contended that in English and
Australian law copyright couldn’t exist in a compilation of facts unless a significant
degree of skill or intellectual effort has been used. This skill and effort could be in the
selection and arrangement of the database contents or used in the organisation of the
database m the form that it takes. Secondly, the appellants contended that in
Australian law the exercise of skill in works of selection must be present before
copyright can subsist in them. Thirdly, it was argued, that even if copyright did subsist
n the respondent's directories the appellant had not copied them, or at least a
substantial part of them. The appellant’s fourth and final argument was that it would
be agamst public policy to prevent other service providers from re-utilising the

respondent’s information given that the respondents hold a monopoly over the data

they collect.

In considering the historical development of U.K. copyright law the court established
that there could be no copyright in a fact unless there is some degree of creativity on
the part of the author with regard to the selection and arrangement of those facts.
Furthermore, on the authority of British Horseracing Board Ltd. v. Willilam Hill
Organisation Ltd™ the court concluded that investment of time and money by the
author m gathering facts could be enough to establish the subsistence of copyright in a
compilation. However, while assessment of time and money spent could include costs
associated with information collection, total costs must exceed a minimum threshold.
This was also an established principle in Australian law. Regarding North American
authorities the court held that it was not possible to replace the established English

$5 [2002] FCAFC 112 (15 May 2002).
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and Australian authorities with the principles set out m Feist. This could to a
substantial extent be explained by the constitutional footing of copyright in the United
States and the positive emphasis of the copyright clause that something useful is
created. The Australian authorities established the existence of copyright in
compilations based on imtellectual effort used in the creation of a work. However,
Data Access Corporation v Powerflex Services Pty Ltd®’ established that the question
of whether a work was mfringed would depend upon the quality and substantiality of

the portion of the work taken.

In relation to the respondent’s directories and heading books the question of whether
the directory portion of the directories and the headings themselves were original
compilations must be determined by examining the work as a whole. This issue was
litigated in in Lamb v. Evans®® where the Court of Appeal held that copyright
subsisted mn the headings used in a trade directory. With regard to the question of
whether a substantial part of the respondent’s works had been taken the court took the
view that the appellants had taken a substantial part of the respondent's work. This
could be mferred once it was accepted that “industrious collection” is sufficient to
establish the subsistence of copyright. Finally, with regard to the question of whether
the appellant had reproduced the respondent’s directory this had two main elements.
Firstly, the copyright owners work must have been copied, and secondly there must

be “sufficient similanty” between the copyright work and the work produced by the
alleged mfringer.

2.11 Publishers Rights

In order to carry on their business publishers are allowed certain rights under
copyright law. These rights can extend beyond the scope of existing licences;
however, publishers still need the full assignment of rights to them if they are to
guarantee the full range of rights needed to exploit works in the digital environment.

The first point to be made in relation to assignment is that even exclusive licences do

6 (2001) 51 I.P.R. 488.
67 (1999) 202 C.LR.1.
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not have the same effect as an assignment. In the English case of Heap v. Hartley®” the
Court of Appeal held that a patent licence granted to the licensee did not allow him
sue in his own name without first joining the patentee as a co-defendant. The licence
simply gave the licensee authority to do lawfully that, which would otherwise be
unlawful. In the subsequent case of London Printing and Publishing Alliance Ltd v.
Cox’ the English Court of Appeal considered a case in which the plaintiff alleged
mfrmgement of a pamnting by it’s publication in a newspaper called ‘“The Queen”.
Prior to this letter the parties entered into an agreement by a letter of 19 April 1890
setting out the nature and price of copies of the painting and the timing of publication.
The plamtiff printing company then registered themselves as owners of the painting
and commenced their action for infringement. The High Court held that the plaintiffs
were not entitled to sue since they did not own copyright in the painting at the time of
registration. On appeal to the Court of Appeals the court, dismissing the appeal, held
that while the letter of 19" April 1890 was an agreement to sell copyright in the
painting, it did not constitute an assignment. Furthermore, the plaintiffs as owners of

the copyright could sue as trustees for the company.

Even supposing publishing companies can persuade authors to sign buy-out contracts;
this leaves the problem of dealing with existing contracts and licence agreements. In
terms of the digital exploitation of analogue works this causes problems since digital
modes of exploitation were not foreseeable at the time of formation. Publishers may
attempt to bridge this gap using their privileges. An early European case concerning
this problem as applied to the Internet was decided in the Amsterdam district court In
December 1999. In Heg v. De Volkskrant B.V."!, three journalists who worked
frequently for the defendant newspaper signed a licensing agreement whereby they
authorised publication, but retained their copyrights separately. The defendants also
produce and market CD-ROM databases and these articles were included m those

databases without the author’s consent. Consequently they brought an action claiming

%8 11892] 3 Ch. 462.

% (1889) 42 Ch.D. 461 (CA).

7011891] 3 Ch. 291.

1 Case No.H4168 (Amsterdam District Court, 22 December 1999).
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damages for copyright infringement. It was the defendant’s contention that
exploitation of electronic media was still at an experimental stage, and that they would
not pay the journalists equitable remuneration for use of their works for three years,
after which they would be surer of the market for their digital products. They also
stated that once their revenue streams became more certain they would negotiate
agreements regarding this remuneration. They also argued that the CD-ROM
completely replaced the newspaper's means of archival documentation. Both
arguments were rejected by the court, which held that the utilisation of the plaintiff’s
work constituted a form of independent exploitation. Further, placing previously
published articles on the Internet could not be considered to be a single storage and
was independent exploitation in a medium other than the newspaper. The court also
rejected the argument that the plaintiffs had tacitly submitted to electronic uses of
their works by submitting them to the newspaper, since these uses were not

foreseeable at the time of submission.

Article 10 bis (1) of the Berne Convention provides the reproduction of various
topical articles by the press is permissible, unless that right is expressly reserved,
however, thus right is to be interpreted narrowly. In the Belgian case of Association
Generales des Journalistes Professionels de Belgique v. SCRL Central Station'® the
Brussels Tribunal de Premiere Instance decided a copyright infringement case
mvolving a company that managed a selective database of newspaper articles
appearing in the national press. These articles were copied onto a central server,
accessible to the public via the Internet, without taking account of the copyright of the
journalists whose work it published. Section 3 of the Copyright Act 1994 (Belgium)
provides that the transfer of economic rights against the author must be in writing and
that any contract made in this regard shall be interpreted strictly against the publisher.
The defendants argued that the plaintif©’s work was kept in digital format from the
outset and submitted by the authors themselves; this being so there could be no
copying, and if there was copying or distribution of the works the authors had

consented to this. Further, what they did was an act of distribution and not

72 11998] E.C.C. 40.
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“communication to the public”. However, the court held that the plantiff’s silence n
relation to electronic uses could not be construed as consent. Electronic media could
not have been in the contemplation of the parties at the time when the articles were
submitted and was therefore an unauthorised reproduction under s.1 of the Copyright
Act 1994 (Belgium). Since the public had access to the Internet provided they had the
basic hardware, software and telephone connections, this constituted “communication
to the public”, and as the creation of a central server was not vital to the defendants

business the assignment of this right could not be implied.

The problem of “new uses” is not a new one, however, much still depends upon how
broadly the assignment contract was drafted, and how narrowly the courts interpret
contractual clauses where these are either vague or absent. An important U.S.
decision concerning a new use of an existing work is Boosey & Hawkes Music
Publishers Ltd v. Walt Disney Corporation’. This was a case in which the Second
Circuit Court of Appeals had to decide whether<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>